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This is a reply brief to the examiner's answer of 11/01/01, which is responsive 
to the appellant's supplemental appeal brief filed 4/1 7/01 in the above- 
described patent application. 

APPENDICES 

Appended to this reply brief are: 

Exhibit R1 : A copy of a Notification of Non-Compliance mailed by the 
examiner on 09/20/01 
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Exhibit R2: A copy of a FAX transmitted 1 0/04/01 of a summary of an 
interview of the same date with regard to the Notification of Non- 
Compliance of Exhibit Rl . 

Exhibit R3: A copy of the Examiner's Answer, mailed 11/01/01, in 
response to the appellant's supplemental appeal brief of 04/1 7/01 . 

The above listed exhibits were not earlier presented by the appellant due to the 
fact they were presented to the appellant by the examining group after the 
filing of appellant's supplemental appeal brief. They are being submitted under 
37 CFR 1.195. 

Exhibit 1 is relevant to the board's consideration of the facts in this case 
because it shows the degree to which the examiner is capable of erring in 
seeking to deny the appellant his rights under the law. 

Examiner Tran states, "Applicant's Supplemental Appeal Brief has not been 
entered. Applicant can not submit an Appeal Brief that supplements a 
previously submitted Appeal Brief." 

The law (37 CFR 1 .1 93(2)(ii)) states "If reinstatement of the appeal is requested, 
such request must be accompanied by a supplemental appeal brief..." 



Examiner Tran states, " applicant must submit a new brief in its entirety." 

The MPEP (MPEP 1208.02 the paragraph beginning "If reinstatement...") states 
in part "The supplemental appeal brief must comply with the requirements of 
37 CFR 1 .1 92(c) but in doing so may incorporate by reference such parts of the 
previously-filed brief as may still be applicable." 

In view of the egregious nature of examiner Tran's errors shown above, the 
appellant asks that the board view examiner Tran's other pronouncements with 
skepticism and apply the law to the facts present in this case in rendering their 
decisions. 

ISSUES 

There are three issues the appellant has placed before the board 
ISSUE 1 

Are issued patents available as prior art references as of their filing dates for 
the purposes of making 35 USC 103 rejections? 
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ISSUE 2 


Does an un-denied discovery that is of uncontested novelty and un- 
obviousness and which is a critical part of an invention and is the basis for a 
restriction in the claim at issue provide novelty and unobviousness to the claim? 


ISSUE 3 


Does a disclosure in the prior art of a mechanism found in a prior art reference 
taken from an art area remote from and not analogous to that of the claimed 
invention and wherein the prior art mechanism does not perform in the same 
mode as that of the mechanism of the claimed invention and does not achieve 
the same end as that of the claimed invention, serve to render the claimed 
invention obvious under 35 USC 103 on the grounds that the mechanism is 
disclosed in the prior art reference and its modes of operation and the ends 
that the mechanism achieves are common knowledge, without any showing of 
any prior art knowledge of the mechanism working in the claimed mode to 
achieve the claimed end? 


COMMENTS 


With regard to issue 1 . examiner Tran argues that Bailey is available as of its 
(04/1 5/97) filing date as a 35 USC 1 03(a) reference. The applicant disagrees 



and contends that Bailey was not available to render the appellant's invention 
obvious to one skilled in the art at the time the appellants invention was made 
as established by the filing date of (01 /05/98) of appellant's provisional patent 
application which precedes the issue date of Bailey; (06/09/98). The sole 
grounds for rejection of the claim at issue presented by the examiner is 35 USC 
103(a). Examiner Tran's references to 35 USC 102(e) practices are all 
hypothetical speculative specious obfuscations as no 35 USC 102(e) or 35 USC 
1 02/1 03 hybrid rejections have been made by the examiner in this case. 
Therefore the issue before the board is; are pending patents available as of 
their filing dates for the purpose of showing an invention would have been 
rendered obvious thereby to one skilled in the art even though one skilled in 
the art had no access to the pending patent application at the time the claimed 
invention was made. Examiner Tran finds that patents are available as 35 USC 
1 03 references as of their filing date. The appellant argues that they are not. 
For this reason the appellant asks that the board find the examiners 35 USC 
103(a) rejection of his claim 1 to be in error and reversal of the rejection is 
respectfully requested. 

With regard to issue 2 : The appellant discloses in his specifications and 
drawings and incorporates in his claim (claim 1 , subparagraph g) the discovery 
that accurately indexing a non-rotating core cutting knife in the direction of 
rotation of cores to be cut will provide a greater number of cutting edges per 
knife than indexing the cutting knife against the direction of rotation of the 
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cores to be cut. This discovery coupled with the accurate indexing achievable 
using a worm and worm gear provide novelty and un-obviousness to 
appellant's invention. 

The appellant relies upon 35 USC 103(a) the last sentence (Patentability shall 
not be negatived by the manner in which the invention was made.) along with 
35 USC 100(a) (the term "invention" means invention or discovery) to support 
his contention that his discovery incorporated into his claim 1 as a limitation in 
subparagraph g of claim 1 is a patentable invention. Examiner Tran has made 
no arguments to refute that contention. 

Therefore the appellant's incorporation of his discovery as a limitation of claim 
1 imparts novelty and un-obviousness to claim 1 . 

The appellant submits for that reason, examiner Tran's rejection of appellant's 
claim 1 is in error. The appellant asks that the board so find and respectfully 
requests reversal of examiner Trans 35 USC 103(a) rejection of appellant's 
claim 1 . 

With regard to issue 3, The mode of operation of the worm and worm gear of 
appellant's invention serve and an indexing means and a positional hold for a 
non-rotating cutting tool in the core cutting art. In contrast, the worm and 
worm gear of Konbar serves to rotate a roller in the sheet dispensing art. 


Absent the hindsight benefits of the appellant's disclosures, one skilled in the 
art would not find within the four corners of Bailey and Konbar the direction or 
motivation to select Konbar from the body of unrelated prior art and employ 
the worm and worm gear of Konbar to precisely index and positionally hold the 
non-rotating cutting tool of Bailey for the purpose of increasing the number of 
new cutting edges per circular knife obtainable by so doing. 

The examiner's argument that it is within the skill level of one of ordinary skill 
in the art to apply a commonly utilized engineering mechanism such as a worm 
gear and worm to modify Bailey is specious. In the absence of any showing that 
there is any knowledge in the core cutting art or an analogous art or closely 
related art, of the application of a worm and worm gear as an indexing means 
and positional hold for a non-rotating cutting tool, there is no basis in fact for 
assuming that one skilled in the art brings to the problem solved, any 
knowledge of a worm gear and worm functioning as an indexing means and 
positional hold. 

The appellant submits that for the reasons stated above Examiner Tran's 35 
USC 103(a) rejection of appellant's claim 1 is in error and reversal is 
respectfully requested. 
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REPLY TO EXAMINER'S ANSWER 


On page 3, paragraph 1 , the second line of the Examiner's Answer, examiner 
Tran states, "Bailey discloses all the recited limitations of the invention except 
for a worm gear and worm." The statement is false at least with regard to the 
limitation of direction of indexing made in subparagraph g of appellant's 
claim 1 . The direction of indexing is critical to achieving the benefits of this 
invention and the worm and worm gear of this invention serve to accurately 
index and position the non-rotating knife of this invention to further enable the 
achieving of the benefits of this invention. This error in the examiner's 
statement above makes the statement deceptive and misleading. 

On page 3, paragraph 2, of the Examiner's Answer, examiner Tran states, "It 
would have been obvious to one of ordinary skill in the art to provide the 
apparatus of Bailey with a worm gear and worm shaft to 1) eliminate the need 
to manually drive the shaft (44) of Bailey which indexes the circular knife and 2) 
it is well known to provide a worm gear and worm shaft mechanism to generate 
rotary motion." This statement by examiner Tran is in error and misleading for 
two reasons. 

First, his statement to the effect that it would have been obvious to 
provide a worm and worm gear to the teaching of Bailey to eliminate the 
need to manually drive the shaft of Bailey interjects into the appellant's 
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claim 1 the limitation of eliminating the need to manually drive the shaft 
of Bailey. Bailey provides a fluid cylinder means for eliminating the need 
for manually indexing his knife (see Bailey claim7). The novelty and un- 
obviousness of appellant's invention does not reside in eliminating the 
need to manually drive his indexing means. 

Second, his statement to the effect that it is well known in the art to 
provide a worm shaft mechanism to generate rotary motion does not 
serve to show or claim that it is well known in the art to provide a worm 
and worm shaft for the purposes of indexing and positioning which is the 
mode of operation and end achieved by the claimed invention. 

On page 3, paragraph 3, examiner Tran restates without any showing of fact or 
documentary support that in his opinion, it would have been obvious for one 
skilled in the art to use a worm gear and worm shaft as an index and positional 
hold as taught and claimed by the appellant. 

In the paragraph spanning page 3 and 4 of the Examiner's Answer, in the 
second line of the paragraph, examiner Tran makes the false statement that 
"The examiner's 35 USC 1 03(a) rejection was based on a combination of a 
102(e)/ 103 rejection based on the earlier filing date of Bailey." 
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The record shows that no 35 USC 102(e) rejection is now pending or was ever 
made by examiner Tran in this case. The record further shows that no 35 USC 
102(e)/ 103 rejection is now pending or was ever made by examiner Tran in this 
case. 

The appellant argues that, there being no 35 USC 102(e) grounds for rejection 
made in this case there are no 35 USC 1 02(e) issues present in this case. 
Therefore, the examiner's arguments based on 35 USC 102(e) practice are 
hypothetical and are not germane to the issues before the board. 

The appellant further argues that a finding by the board that Bailey is available 
as prior art as of its filing date for the making of a 35 USC 1 03(a) rejection in 
this case would be tantamount to declaring that all issued patents are available 
as prior art as of their filing dates in 35 USC 1 03(a) practice. Examiner Tran's 
argument that had Bailey been a 35 USC 1 02(e) reference, it would have been 
available for the purpose of making a 35 USC 1 02(e) rejection as of its filing 
date and therefore Bailey is available as a 35 USC 103(a) reference as of its 
filing date could be applied to any issued patent whatever. 
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CONCLUSIONS 


For the reasons stated above the appellant respectfully submits that examiner 
Tran's 35 USC 103(a) rejection of appellant's claim 1 is in error and a reversal is 
respectfully requested. 

For the reasons stated above the appellant respectfully submits that examiner 
Trans finding that Bailey is available as a 35 USC 1 03(a) reference as of the 
filing date of Bailey is in error and a reversal is respectfully requested. 

Submitted By 


Russell L.Johnson 
Patent Agent (26,918) 
P.O. Box 161 
Weyauwega Wl. 54983 
920/867-3482 



APPENDIX 


Exhibit R1 : A copy of a Notification of Non-Compliance mailed by the 
examiner on 09/20/01 

Exhibit R2: A copy of a FAX transmitted 10/04/01 of a summary of an 
interview of the same date with regard to the Notification of Non- 
Compliance of Exhibit Rl . 

Exhibit R3: A copy of the Examiner's Answer, mailed 11/01/01, in 
response to the appellant's supplemental] appeal brief of 04/1 7/2001 . 
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EXAMINER'S ANSWER 


This is in response to appellant's brief on appeal filed April 17, 2001 . 
(1) Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 


Application/Control Number: 09/222,282 Page 2 

Art Unit: 3724 

(2) Related Appeals and Interferences 

A statement identifying the related appeals and interferences which will directly 
affect or be directly affected by or have a bearing on the decision in the pending appeal 
is contained in the brief. 

(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 

No amendment after final has been filed. 

(5) Summary of Invention 

The summary of invention contained in the brief is correct. 

(6) Issues 

The appellant's statement of the issues in the brief is correct. 

(7) Grouping of Claims 

Appellant's brief includes a statement that all claims stand or fall together. 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
5,761,976 Bailey 6-1998 

5,904,283 Kanbar 5-1999 

(10) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
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Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bailey in 
view of Kanbar. Bailey discloses all the recited limitations of the invention except for the 
a worm gear and worm shaft. 

Kanbar teaches a worm gear and worm shaft to drive the shaft of a roller (fig. 1 , 
col. 3, lines 29-37). It would have been obvious to one of ordinary skill in the art to 
provide the apparatus of Bailey with a worm gear and worm shaft to 1) eliminate the 
need to manually drive the shaft (44) of Bailey which indexes the circular knife and 2) it 
is well known in the art to provide a worm gear and worm shaft mechanism to generate 
rotary motion. 

(11) Response to Argument 

Applicant contends that there is no motivation to provide the apparatus of Bailey 
with the worm gear and worm shaft of Kanbar. The Examiner disagrees with this 
contention. Kanbar was cited to show that the combination of a worm gear and worm 
shaft is a well-known mechanism for generating rotary motion. As taught by Bailey in 
column 3, lines 50-51, the knife assembly may be an automatic indexing unit, rather 
than a manual indexing unit. To modify Bailey to include a commonly utilized 
engineering mechanism such as worm gear and worm shaft would be within the skill 
level of one of ordinary skill in the art and not be non-obvious. 

Applicant argues that the 35 USC 103(a) rejection based on the April 15, 1997 
filing date of Bailey is improper. The Examiner's 35 USC 103(a) rejection was based on 
a combination of a 102(e)/103 rejection based on the earlier filing date of Bailey. The 
earlier filing date of Bailey is considered prior art under § 102 (e) and therefore can be 


Application/Control Number: 09/222,282 p ag < 
Art Unit: 3724 

taken into consideration in support of a § 103 obviousness rejection of the later filed 
application. See In re Bowers, 53 CCPA 1590, 359 F. 2d 886, 149 USPQ 570 (1966). 
Therefore, the rejection under 35 USC 103 (a) is proper. 

For the above reasons, it is believed that the rejections should be sustained. 


Respectfully submitted, 


knt 

October 30, 2001 


RUSSELL L JOHNSON 
P O BOX 161 
WEYAUWEGA, Wl 54983 



